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In re Mssako Franchising, S A
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Leonard Tachner, Esq. for M ssako Franchising, S A

M dge F. Butler, Trademark Exam ning Attorney, Law Ofice
108 (Andrew Law ence, Managi ng Attorney).

Bef ore Qui nn, Hohein and Kuhl ke, Adm nistrative Trademark
Judges.

OQpi nion by Quinn, Adm nistrative Tradenmark Judge:
An application was filed by M ssako Franchising, S. A

to register the mark shown bel ow

for “clothing and related cl othing accessories, nanely,
Ber nuda shorts, shirts, bikinis, shorts, sweaters, swim

trunks, scarves, short jackets, undershirts, bikini
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panties, blouses, polo shirts, athletic shirts, skirts,
bat hing suits, coats, hats, slippers, belts, pajanas,
under pants, panties, socks, panty hose, dresses and
trousers” in International Cass 25.' The literal portion
of the mark reads “GREEN BY M SSAKO.”2 Applicant disclaimed
the word “Green” apart fromthe mark

The trademark exam ning attorney refused registration
in Cass 25 under Section 2(d) of the Trademark Act on the
ground that applicant’s mark, if applied to applicant’s
goods, would so resenble the previously regi stered mark
GREEN for “footwear”® and “men and children’s dress shoes,
dress casual shoes, casual shoes, boots, nen, wonen and

"4 as to be

children’ s sandal s, huaraches, and slippers
likely to cause confusion. The sanme entity owns both
registrations.

When the refusal was nmade final in Oass 25, applicant

appeal ed. Applicant and the exam ning attorney filed

! Application Serial No. 78254972, filed May 28, 2003, based on
an allegation of a bona fide intention to use the nark in
commerce. The application also includes services in
International Cass 35. The final refusal pertained to Class 25
only. The application, as originally filed, included a claim of
priority under Section 44(d) of the Trademark Act based on a
Brazilian application; this basis subsequently was withdrawn in
applicant’s request for reconsideration.

2 The words “BY M SSAKQO, " appearing at the bottom of the nmark,
are in arelatively small font size, and the words do not
reproduce well in the i nage as shown.

3 Registration No. 1151799, issued April 21, 1981; renewed.

* Regi stration No. 2343501, issued April 18, 2000.
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briefs. An oral hearing was not requested.

Applicant, in urging that the refusal be reversed,
relies on three main argunents: that the term“green” is
in common use in the clothing field such that the
comonal ity of the termin the involved marks is an
i nsufficient basis upon which to base a finding of
I'i kelihood of confusion; that the sun burst design (or
dai sy flower-like design) in applicant’s mark dom nates the
termGREEN in its mark;® and that the presence of BY M SSAKO
in applicant’s mark makes the |ikelihood of confusion even
nmore renote. I n support of its argunents, applicant
subm tted seventy-one third-party registrations of marks
that include the term GREEN covering cl othing and footwear.

The exam ning attorney maintains that applicant’s mark
is domnated by the literal portion, GREEN, and that this
word is identical to the entirety of registrant’s narKk.

The exam ning attorney al so contends that the goods are
related and, in this connection, she submtted several use-
based third-party registrations showi ng the sane entity has
regi stered the same mark for both clothing and footwear.

Qur determ nation of the issue of |ikelihood of

°> Applicant, in its request for reconsideration, refers to the
design feature inits mark as a “daisy flower-like design.” 1In
its appeal brief, applicant describes the design as both a “sun
burst design” and a “daisy fl ower design.”
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confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlnre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: In re Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. GCir. 2003). In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods. See
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also: Inre Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531 (Fed. Cir
1997).

We first turn to consider the goods. Throughout the
prosecution of its application, applicant was conspicuously
silent on this du Pont factor; noreover, applicant’s brief
is devoid of any remarks directed to the goods, failing to
offer any response in its brief to the examning attorney’s
contention that the goods are rel ated.

It is not necessary that the respective goods be
simlar or conpetitive, or even that they nove in the same
channel s of trade to support a holding of Iikelihood of
confusion. It is sufficient that the respective goods are
related in some manner, and/or that the conditions and

activities surrounding the marketing of the goods are such
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that they would or could be encountered by the sane persons
under circunstances that could, because of the simlarity
of the marks, give rise to the m staken belief that they
originate fromthe sanme producer. |In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).
We acknow edge that there is no per se rule governing
i kelihood of confusion in cases involving clothing itens.
In re British Bulldog, Ltd., 224 USPQ 854 (TTAB 1984). At
the sane time, we note that |ikelihood of confusion has
been found in prior cases where it was determ ned that
goods of the sanme kind as or anal ogous to those involved
herein are related for the purpose of deciding |likelihood
of confusion issues. See Canbridge Rubber Co. v. Cuett,
Peabody & Co., Inc., 286 F.2d 623, 128 USPQ 549 (CCPA 1961)
[ WNTER CARNI VAL for wonen’s boots and nen’s and boy’s
underwear]; General Shoe Co. v. Hol |l ywood- Maxwel | Co., 277
F.2d 169, 125 USPQ 443 (CCPA 1960) [INGENUE for shoes and
| NGENUE f or brassieres]; Avon Shoe Co. v. David Crystal,
Inc., 279 F.2d 607, 125 USPQ 607 (2d Cir. 1960) [ HAYMAKERS
for wonen's shoes and HAYMAKER for wonen's sportswear,
i ncludi ng bl ouses, shirts, and dresses]; In re Keller,
Heumann & Thonpson Co., 81 F.2d 399, 28 USPQ 221 ( CCPA

1936) [TIMELY for nen's shoes and TIMELY for nen's suits,
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topcoats and overcoats]; Villager, Inc. v. D al Shoe Co.,
256 F.Supp. 694, 150 USPQ 528 (E.D.Pa. 1966) [THE VI LLAGER
and JUNI OR VI LLAGER for young wonen's wearing apparel,
including inter alia, dresses, skirts, blouses, slacks,
j ackets, and M SS VI LLACGER for shoes]; In re Pix of
America, Inc., 225 USPQ 691 (TTAB 1985) [ NEWPORTS f or
wonen’ s shoes and NEWPORT for outer shirts]; and United
States Shoes Corp. v. Oxford Industries, Inc., 165 USPQ 86
(TTAB 1970) [COBBIES BY COs COB for wonen's and girl's
shirt-shifts and COBBI ES for shoes].

As the Board stated in Inre Melville Corp., 18 USPQd
1386, 1388 (TTAB 1991):

In this case we have wonen's shoes, on
t he one hand, and wonen's pants,

bl ouses, shorts and jackets, on the
other. Despite applicant’s argunent to
the contrary, we believe that these
goods are related. A wonman's ensenbl e,
whi ch may consi st of a coordi nated set
of pants, a blouse and a jacket, is

i nconpl ete without a pair of shoes that
match or contrast therewith. Such
goods are frequently purchased in a

si ngl e shoppi ng expedition. Wen
shoppi ng for shoes, a purchaser is
usual Iy |l ooking for a shoe style or
color to wear with a particular outfit.
The itens sold by applicant and

regi strant are considered to be

conpl ementary goods. They nmay be found
in the sane stores, albeit in different
depart nents.
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Not wi t hst andi ng the specific differences between
clothing itens and footwear, we find themto be
sufficiently related for the sanme reasons quoted above,
that, when sold under simlar marks, purchasers are |ikely
to be confused. The respective goods travel in the sane
trade channels (departnment stores, clothing stores, and the
like), and the goods woul d be bought by the sane
purchasers. These purchasers would include ordinary
consuners who, in nmaking purchases of clothing and
f oot wear, woul d exercise nothing nore than ordinary care.
Moreover, due to the normal fallibility of human nenory
over tinme, these purchasers would retain a general rather
than a specific inpression of trademarks encountered in the
mar ket pl ace. See Sealed Air Corp. v. Scott Paper Co., 190
USPQ 106 ( TTAB 1975).

Further, in the present case, the exam ning attorney
subm tted several use-based third-party registrations
issued to entities show ng that each entity adopted the
sanme mark for clothing itens and footwear. Third-party
regi strations that individually cover different itens and
t hat are based on use in conmerce serve to suggest that the
|isted goods are of a type that may enmanate froma single
source. In re Albert Trostel & Sons Co., 29 USPQ2d 1783

(TTAB 1993).
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We next turn to consider the marks. I n determ ning
the simlarity or dissimlarity of the marks, we nust
conpare the marks in their entireties as to appearance,
sound, connotation and commercial inpression. Palm Bay
| nports, Inc. v. Veuve Cicquot Ponsardin Mai son Fondee En
1772, 396 F.3d 1369, 73 USPQ@2d 1689 (Fed. Cir. 2005). The
test is not whether the marks can be distingui shed when
subjected to a side-by-side conparison, but rather whether
the marks are sufficiently simlar in their entireties that
confusion as to the source of the goods offered under the
respective marks is likely to result. As noted above, the
focus is on the recollection of the average purchaser, who
normal ly retains a general rather than a specific
i npression of trademarks. Furthernore, although the marks
at issue nmust be considered in their entireties, it is well
settled that one feature of a mark may be nore significant
than another, and it is not inproper, for rational reasons,
to give nore weight to this dom nant feature in determning
the comercial inpression created by the nmark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r
1985) .

Applicant’s mark, as reproduced above, is GREEN BY
M SSAKO and a design. Registrant’s cited mark is GREEN in

standard character form Applying the above principles in
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the present case, we find that applicant’s mark is
sufficiently simlar to registrant’s mark that, when
applied to clothing and footwear, confusion would be |ikely
to occur anong consuners in the marketpl ace.

There is no question that the design portion plays a
prom nent role in the commercial inpression engendered by
applicant’s mark. However, applicant’s argunent that the
desi gn el enent (whether a sun burst or a daisy flower) is
the dom nant portion of its mark is not well taken. The
literal portion of applicant’s mark, GREEN BY M SSAKO
which in turn is clearly dom nated by GREEN, dom nates
applicant’s mark. The word GREEN is prom nent in terns of
size to the design feature. Moreover, the word GREEN
which is identical to the entirety of registrant’s mark, is
nmore likely to be renenbered by consuners and used when
calling for the goods. Although the literal portion does
i nclude the words BY M SSAKO, this portion is very small in
si ze conpared to GREEN, and purchasers will |ikely use only
the GREEN portion in calling for the goods. As such, the
literal elenent, GREEN, is the dom nant el enent of the mark
and is therefore accorded greater weight in determning the
I'i kel i hood of confusion. Ceccato v. Mnifattura Lane
Gaetano Marzotto & Figli S.p. A, 32 USPQ2d 1192 (TTAB

1994); and In re Appetito Provisions Co., 3 USPQ@d 1553
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(TTAB 1987). Although applicant is correct in pointing out
that the Federal G rcuit has cautioned that there is no
general rule as to whether words or a design domnate in
any particular mark, it is highly unlikely that consuners
will call for applicant’s goods by “the sun burst design”
or “the daisy flower design”; rather, given the easily
pronounced and one-syllable word “Green,” it is far nore
likely that this termw | be used by custoners in buying
applicant’s cl ot hing.

The GREEN portion of applicant’s mark is identical in
sound to the entirety of registrant’s mark GREEN

As to appearance, the GREEN portion of applicant’s
mark is stylized, but not in a significant fashion.
Registrant’s mark CGREEN is presented in standard
characters; thus, registrant is not limted to any
particul ar depiction. The rights associated with a mark in
standard characters reside in the wording and not in any
particul ar display. The registered mark presumably coul d
be used in the same manner of mnimally stylized display as
in applicant’s mark. See, e.g., Jockey International Inc.
v. Mallory & Church Corp., 25 USPQ2d 1233 (TTAB 1992),
citing INB National Bank v. Metrohost Inc., 22 USPQ2d 1585

(TTAB 1992); and In re Melville Corp., supra at 1388.

10
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Wth respect to connotation, applicant offers the
followi ng argunent: “The term*®GREEN standing al one m ght
connote color. In a certain setting, however, it connotes
fresh flowers or healthy plants, the great outdoors and a
clean environnent. Thus, in placing a | oom ng sun burst
design over the word ‘ GREEN,’ [applicant’s] mark creates
the inmpression of a child s garden, a sense reinforced by
the child-like lettering design of the word ‘green.’”
(Appeal Brief, p. 11). There is no evidence of record in
support of applicant’s perception of its mark. |In our
view, it is not certain how consuners will perceive the
word GREEN in the respective marks. Consuners may wel |
perceive the word in both marks in its ordinary sense as
the nane of a color. On the other hand, to the extent, as
appl i cant argues, that the term may suggest the outdoors or
a clean environnent, that sanme suggestion may be conveyed
by the term “GREEN' standing al one.?®

In view of the simlarities pointed out above,

applicant’s and registrant’s marks engender sufficiently

® W take judicial notice of the follow ng dictionary definitions
of the term“green.” The termis defined as “of the col or green;
havi ng the color of growi ng fresh grass; having abundant verdure;
covered by green growth or foliage.” Wbster’s Third New
International Dictionary (unabridged ed. 1993). W also note
this additional neaning: “(usu. Geen): concerned with or
supporting protection of the environment as a political
principle.” The New Oxford Anerican Dictionary (2001).

11
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simlar overall commercial inpressions as applied to the
goods.

In sum the marks, when considered in their
entireties, create simlar comercial inpressions, and the
di fferences between the marks are insufficient to
di stingui sh them when used in connection with rel ated
goods. See In re ChatamInternational Inc., 380 F.3d 1340,
71 USPQRd 1944, 1946 (Fed. Cr. 2004)[“Viewed in their
entireties with non-dom nant features appropriately
di scounted, the marks [ GASPAR S ALE for beer and ale and
JOSE GASPAR GOLD for tequila] becone nearly identical.”];
In re The U. S. Shoe Corp., 229 USPQ 707 (TTAB 1985) [ CAREER
| MAGE (stylized) for clothing held likely to be confused
wi th CREST CAREER | MAGES (stylized) for unifornms]; and In
re Apparel Ventures, Inc., 229 USPQ 225 (TTAB 1986) [ SPARKS
BY SASSAFRAS (stylized) for clothing held likely to be
confused with SPARKS (stylized) for footwear].

The di scl ai ner of the word GREEN apart from
applicant’s mark does not inpact our analysis inasmuch as
di scl aimed ternms nust be consi dered when conparing the
marks. In re National Data Corp., supra at 751 [“the
technicality of a disclainer in [an] application to
register [a] mark has no | egal effect on the issue of

i kelihood of confusion”]; and In re MZ Communications

12



Ser No. 78254972

Corp., 21 USPQ 2d 1534, 1537 (Commr. 1991) [ “di scl ai ner of
matter will never serve to obviate the issue of |ikelihood
of confusion”].

Appl i cant introduced nore than seventy third-party
registrations of marks conprising, in part, the term GREEN
covering clothing and footwear. Applicant argues that this
evi dence shows that “the term‘green’ is exceedingly weak
as applied to itens of wearing apparel including footwear.”
(Brief, pp. 3-4). A few of the marks (as for exanple,
GREEN BRAND, GREEN LABEL, CGREEN GEAR and THE GREEN
COLLECTION) are closer to the marks invol ved herein than
are others (as for exanple, GREEN EAGLE, GREEN Rl VER, THE
GREENE TURTLE and GREEN | GUANA where the additional wording
alters the nmeaning of the marks). W also note that other
than registrant’s cited mark GREEN, there are no
regi strations of GREEN per se. In any event, the third-
party registrations of these marks do not conpel a
different result. As often stated, this evidence does not
establish that the registered marks are in use or that the
public is famliar with them AM Inc. v. Anerican Leisure
Products, Inc., 474 F.2d 1403, 177 USPQ 268 (CCPA 1973);
and Lilly Pulitzer, Inc. v. Lilli Ann Corp., 376 F.2d 324,
153 USPQ 406 (CCPA 1967). Accordingly, this type of

evidence is of extrenmely limted value in |ikelihood of

13
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confusion determ nations. United Foods Inc. v. J.R
Si npl ot Co., 4 USPQ2d 1172, 1174 (TTAB 1987).

Applicant al so argues that the presence of BY M SSAKO
inits mark serves to reduce the |ikelihood of confusion
bet ween the marks. Although we certainly have consi dered
BY M SSAKO in conparing the marks in their entireties, this
portion of the mark, as noted earlier, is very small in
size relative to the rest of applicant’s mark. Further, it
is nmore likely that consuners will refer to the goods as
GREEN, as opposed to the entire phrase GREEN BY M SSAKO.
Thus, in contrast to applicant’s contention on this point,
we do not view the addition of BY M SSAKO to be sufficient
to render the marks as a whol e distinguishable. See Inre
Christian Dior, S. A, 225 USPQ 533 (TTAB 1985).

We concl ude that consuners famliar with registrant’s
f ootwear, shoes, boots, sandals, huaraches and slippers
sol d under the mark GREEN woul d be likely to believe, upon
encountering applicant’s mark GREEN BY M SSAKO and desi gn
for clothing and rel ated cl othing accessories, that the
goods originate with or are sonehow associated with or
sponsored by the sane source.

Lastly, to the extent that any of the points raised by
applicant raise a doubt about I|ikelihood of confusion, that

doubt is required to be resolved in favor of the prior

14
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registrant. In re Hyper Shoppes (Chio), Inc., 837 F.2d
840, 6 USPQ2d 1025 (Fed. Cir. 1988); and In re Martin's
Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984).

Decision: The refusal to register as to the goods
identified in Class 25 is affirmed. The application wll
proceed to publication for the services recited in C ass

35.
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